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Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 38-39, 41-47 are rejected under 35 U.S.C 102(e) as being anticipated by 
Cruickshank (US PAT: 6,704,294). 

Regarding claim 38, Cruickshank discloses a method of video conferencing 
comprising: establishing a circuit switched connection between a first party (110, fig. 1) 
and a second party (120, fig. 1 , col. 1 lines 8-12), retrieving, responsive to 
establishment of the circuit switched connection, network address associated with the 
first and second parties from a remote database (118, fig. 1), establishing based on the 
retrieved network addresses (col. 3, line 66 - col. 5, line 7), a packet switched 
connection between the first party and second party to transmit video (claims 1-4). 

Regarding claim 39, Cruickshank further teaches the following: circuit switched 
connection is established to transmit audio (col. 5 lines 5-8). 

Regarding claim 41 , Cruickshank further teaches the following: video is 
transmitted contemporaneously with audio (claim 4, col. 5 lines 5-8). 
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Regarding claim 42, Cruickshank further teaches the following: circuit switched 
connection connects a first telephone (110, fig. 1 ) associated with a first party to a 
second telephone (120, fig. 1) associated with the second party (claim 1). 

Regarding claim 43, Cruickshank further teaches the following: packet switched 
connection is established across internet (col. 2 lines 32-42). 

Regarding claim 44, Cruickshank further teaches the following: packet switched 
connection connects a first computer (112, fig. 5) associated with a first party to a 
second computer (512, fig. 5) associated with the second party (col. 5 lines 60-66). 

Regarding claim 45, Cruickshank further teaches the following: first telephone 
number is associated with the first telephone (110, fig. 1) and a second telephone 
number is associated with the second telephone (120, col. 4 lines 11-36). 

Regarding claim 46, Cruickshank further teaches the following: retrieving network 
addresses from the remote database (118, fig. 1) comprises performing a look-up of the 
remote database using the first and second telephone numbers (col. 4 lines 11-36). 

Regarding claim 47, Cruickshank further teaches the following: the network 
addresses comprises Internet Protocol (IP) addresses (col. 4 lines 1 1-36). 

Claim Rejections - 35 USC § 103 
3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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4. Claims 66-67, 69, 70-71 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Cruickshank in view of Arnott (US2002/0083462A1 , filed 1 2-21 - 
2000). 

Regarding claim 66, Cruickshank discloses a method, comprising: receiving 
called party identifier (120, fig. 1) of a called party from a calling party (110, fig. 1) 
having a calling party identifier, establishing a circuit switched connection between the 
calling party (1 1 0, fig. 1 ) and the called party (1 20, fig. 1 , claim 1 ), determining, 
responsive to establishment if a circuit switched connection, a called party IP address 
based on the called party identifier, determining a calling party IP address based on the 
calling party identifier(col. 3, line 66 - col. 5, line 26 ). 

Cruickshank differs from claimed invention in that although he teaches 
exchanging audio and video in collaboration conference (claim 4, col. 5 lines 5-8), he 
does not explicitly teach: receiving a first video and audio data from the calling party IP 
address and forwarding the first video and audio data to the called party IP address, 
receiving second video and audio data from the called party IP address and forwarding 
the second video and audio data to the calling party IP address. 

However, Arnott discloses apparatus and method for establishing audio and 
video conferencing which teaches the following: receiving a first video and audio data 
from the calling party IP address and forwarding the first video and audio data to the 
called party IP address, receiving second video and audio data from the called party IP 
address and forwarding the second video and audio data to the calling party IP address 
(paragraph: 001 1 ; 0024; 0029, fig. 2). 
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Thus, it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify Cruickshank's system to provide for the following: 
receiving a first video and audio data from the calling party IP address and forwarding 
the first video and audio data to the called party IP address, receiving second video and 
audio data from the called party IP address and forwarding the second video and audio 
data to the calling party IP address as this arrangement would facilitate to exchange 
audio and video for a video conference between users as taught by Arnott. 

Regarding claim 67, Cruickshank further teaches the following: receiving a 
request from the calling party to initiate a video conference (this is implied as much as 
reference teaches requesting collaboration between two users which involve both 
exchange of audio and video (claims 1-4), sending a notification message to the calling 
party and the called party to request acceptance of video conference and receiving 
return messages from the calling party and called party accepting video conference (col. 
3, line 66 -col. 8, line 2). 

Regarding claim 69, Cruickshank further teaches the following: called party 
identifier and the calling party identifier are PSTN telephone numbers (col. 4 lines 11- 
36). 

Regarding claim 70-71 , Cruickshank further teaches the following: determining 
the called party IP address includes a first database associating the called party 
identifier with called party IP address, and wherein the determining of the calling party 
IP address includes accessing a second database associating the calling party IP 
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address (col. 4 lines 1 1 -36; col. 6, line 65 - col. 7, line 4), the first database and second 
database are the same. 

5. Claim 40 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Cruickshank in view of Thompson etal. (US 2001 /0056466A1 , filed 12-19-2000, 
hereinafter Thompson). 

Cruickshank duffers from claim 40 in that he does not teach the following: packet 
switched connection is further established to transmit audio. 

However, Thompson discloses communication system which teaches the 
following: packet switched connection is further established to transmit audio 
(paragraphs: 0005-0006, 0017, 0038). 

Thus, it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify Cruickshank's system to provide for the following: packet 
switched connection is further established to transmit audio as this arrangement would 
facilitate transmitting voice though packet network as taught by Thompson, thus 
providing well known method for transmitting audio. 

6. Claim 68 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Cruickshank in view of Arnott as applied to claim 67 above, and further in view of 
Diament et al. (US 2002/0071 539A1 , filed 12-12-2000, hereinafter Diament). 

The combination differs from claim 68 in that although he teaches exchanging 
messages to set up collaboration call (abstract); he does not teach the following: first 
message and the second message is sent via instant messaging, notification message 
and return messages are by instant messaging. 
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However, Diament discloses method and apparatus for telephony enabled 
instant messaging which teaches the following: exchanging instant messages for setting 
up a conference call, notification message and return messages are by instant 
messaging for setting up a conference call (paragraph: 0004). 

Thus, it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify the combination to provide for the following: first message 
and the second message is sent via instant messaging and notification message and 
return messages are by instant messaging for setting up a conference call as this 
arrangement would facilitate to set up conference call as taught by Diament, thus 
facilitating call set up using instant messaging. 

Response to Arguments 
7. Applicant's arguments filed on 1 0-22-07 with respect to claims 38-47 have been 
fully considered but they are not persuasive. 

Rejection of claims 38-39, 41-47 under 35 U.S.C 102(e) as being anticipated by 
Cruickshank (US PAT: 6,704,294): regarding rejection of claim 38 using Cruickshank, 
Applicant alleges that "For example, Cruickshank does not discloses or suggest 
retrieving, responsive to establishment of a circuit switched connection, network 
addresses , associated with each of the first and second parties from a remote 
database". Regarding this, as explained in the office action dated 1-7-2008, 
Cruickshank teaches: In operation, the person making the call pick up the receiver of 
the telephone 110 and press the designated "collaboration" button. After hearing 
distinctive dial tone (to confirm that he has been "connected" to a collaboration facility of 
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PBX 1 1 4) he dials the identification number of the intended recipient of the collaboration 
call. Typically, this number identification might be collaboration call recipient telephone 
number, extension number, or numerical equivalent recipient's name. The identification 
number is transmitted to application 116 residents in PBX 114 (col. 3, line 66 - col. 4, 
line 10). This clearly reads on applicant's claim limitation: retrieving, responsive to 
establishment of a circuit switched connection, network addresses associated with each 
of the first and second parties from a remote database as required by claim 38 because 
once PBX receives the telephone number of the recipient's telephone number, the PBX 
would proceed to establish a call between the collaborators along with establishing data 
connection by retrieving IP addresses of the collaborators and using them to establish 
data connection using data network. In fact this is similar to what the Applicant's 
specification discloses: Applicant's specification discloses: To begin the exemplary 
process, a central office) (e.g., central office 125) may receive a called party number 
from a telephone (e.g., telephone 152). The central office and SS7 network 145 may 
set up a circuit switched audio connection between the called party number and calling 
party number. The number of the calling party may be retrieved using, for example, the 
conventional "caller ID". The central office may further send a video set up message 
containing the called party and calling party number to server 140 via network 135. 
Server 140 may look up, in table 405 of database, network addresses 420 
corresponding to each of the received calling/called party numbers .... (Paragraph: 0039 
of Applicant's specification). Therefore, Cruickshank still reads on Applicant's claims 
38-39, 41-47 and their rejection is maintained. 
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Further, as applicant should know, once telephone call is initiated, all this 
process such as establishment of telephone connection, retrieving network addresses 
form a remote database to set up internet connection in Cruickshank happens at 
electronic speed. This is similar to what applicant's disclosure is doing to set up 
telephone connection and internet connection by retrieving addresses as explained 
above. 

Applicant's arguments regarding dependent claims 39 and 41-47 is tied to 
independent claim 38 being patentable which is not as explained above. 

Rejection of claims 66-67, 69-71 under 35 U.S.C 103(a) as being obvious over 
Cruickshank in view of Arnott (US2002/0083462A1 , filed 1 2-21-2000): Regarding 
rejection of claim 66 using the above combination of references, Applicant's arguments 
regarding amended claim 66 is similar to those of claim 38, explanation provided in 
connection with claim 38 is still applicable with respect to Cruickshank reference without 
invoking Arnott reference. The combination of Cruickshank in view of Arnott teaches 
the limitations of amended claim 66 as set forth on the office action above. Therefore, 
rejection of claim 66 is maintained. 

Applicant's arguments regarding rejection dependent claims 40, 68, 69-71 are 
tied to independent claims 38 and 66 being patentable which are not as explained 
above in responding to applicant's arguments on claims 38 and 66. 
8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melur Ramakrishnaiah whose telephone number is 
(571)272-8098. The examiner can normally be reached on 9 Hr schedule. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Curt Kuntz can be reached on (571 ) 272-7499. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/820,966 Page 1 1 

Art Unit: 2614 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Melur Ramakrishnaiah/ 
Primary Examiner, Art Unit 2614 



